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In the ﬁrst opposition decision of the Australian Patent Oﬃce to apply
the post-‘Raising the Bar’ disclosure and support requirements, the
hearing oﬃcer applied principles derived from UK and European case
law to ﬁnd that the opposed application did not meet the new
requirements.

Under the new requirements, the speciﬁcation must provide an enabling disclosure to
allow a person skilled in the art to perform the invention across the whole scope of the
claim without undue burden – i.e. as a matter of reasonable trial and error. The ﬁnancial
cost of the trial and error may render it unreasonable, such that it constitutes an undue
burden.
For the claims to be properly ‘supported’ by the disclosure in the speciﬁcation, the scope
of the claims must correspond to the technical contribution to the art as described in the
speciﬁcation. Where a claim is broadly drafted, the speciﬁcation must teach a general
principle by which the invention will be achieved in order for the support requirement to
be met.

BACKGROUND
Some of the most signiﬁcant changes to Australian patent law introduced under the ‘Raising
the Bar’ legislation1 were changes intended to set higher thresholds for the level of disclosure
and support required in a patent speciﬁcation.
The Australian Patent Oﬃce (APO) has now issued its ﬁrst opposition decision on a patent
application under these new provisions in CSR Building Products Limited v United States
Gypsum Company [2015] APO 72 (CSR).2 The APO rejected the claims as being too broad for
the level of disclosure and support provided in the speciﬁcation. This article examines the
reasons for the rejection, and the decision’s implications.

WHAT HAS CHANGED?
Historically, Australian patent law required that a patent speciﬁcation describe the invention
fully and that the claims be fairly based on the matter described in the speciﬁcation. If a
person skilled in the art could perform the invention by making something within the scope of
the claims, this was considered a suﬃcient level of disclosure.3 The fair basis requirement
was considered satisﬁed if the speciﬁcation contained a ‘real and reasonably clear disclosure’
of what was claimed.4
However, the ‘Raising the Bar’ reforms amended the Patents Act 1990 (Cth) to require that:

1. a complete speciﬁcation must disclose the invention in a manner which is clear enough
and complete enough for the invention to be performed by a person skilled in the
relevant art(s 40(2)(a)), and
2. the claim(s) must be supported by the matter disclosed in the speciﬁcation (s 40(3)).

These amendments were intended to bring Australia in line with overseas jurisdictions (such
as the UK and Europe) by ensuring that ‘the person skilled in the art can extend the teaching
of the speciﬁcation to produce the invention across the full width of the claims’,5 and that
the scope of the claims is ‘not broader than is justiﬁed by the extent of the description,
drawings and contribution to the art.’6 (emphasis added)

THE PATENT APPLICATION AND CLAIMED
INVENTION IN CSR
The patent application in issue in CSR involved ﬁre resistant building panels made from a
gypsum core that includes high expansion particles (such as high expansion vermiculite).
These particles provide the core with a deﬁned density and hardness.

The speciﬁcation provided example compositions of 20 diﬀerent sample panels having high
expansion vermiculite. The speciﬁcation also provided ﬁre resistance test results for each of
these samples according to particular industry standards. However, some of these samples
failed to pass any of these standards.
Critically, since each claim is directed to a ‘ﬁre resistant’ panel, the APO held that the person
skilled in the art would understand that this means the panel must meet some recognised ﬁre
resistance standard. Therefore, the claims were construed to deﬁne gypsum panels having
high expansion particles, and other deﬁned properties, and ﬁre resistance (i.e. that it meets a
relevant industry standard).

THE PATENT OFFICE DECISION IN CSR
The requisite level of disclosure under s 40(2)(a):
The hearing oﬃcer, after referring to UK case law, summarised the relevant question as ‘Can
the skilled person readily perform the invention over the whole area claimed without undue
burden and without needing inventive skill?’.7 To answer this question, the hearing oﬃcer
adopted a three-step approach, namely:

1. construe the claims to determine the scope of invention as claimed,
2. construe the description to determine what it discloses to the skilled person, and
3. decide whether the speciﬁcation provides an enabling disclosure of all the things that fall
within the scope of the claims.8

Applying this approach, the hearing oﬃcer held that the speciﬁcation did not meet the
requirements of s 40(2)(a) as it did not provide an enabling disclosure across the full width of
claim 1.
In particular, the hearing oﬃcer held that the speciﬁcation failed to provide an enabling
disclosure for panels having the deﬁned parameters for ﬁre resistance. This was because
there were a number of variables in relation to process and starting materials that aﬀected
whether a panel met the deﬁned parameter. However, the speciﬁcation did not disclose how
to adjust the process and materials so as to achieve with certainty a ﬁre resistant panel.9

In addition, the evidence showed that it was prohibitively expensive (up to US$50,000 or
more) to test whether a sample ﬁre panel met one of these standards. The hearing oﬃcer
considered that the work involved in adjusting the composition of the panels to meet the
parameters therefore did not amount to ‘reasonable trial and error’,10 in the absence of a
high expectation that the sample will pass. The hearing oﬃcer therefore concluded that it
would be an undue burden to develop compositions of ﬁre retardant panels with the deﬁned
properties, other than those compositions used as examples in the speciﬁcation.
Support under s 40(3):
The hearing oﬃcer, after referring to UK and European cases, concluded that ‘support’
required that the scope of the claims ’should correspond to the technical contribution to the
art’.11 In assessing this requirement, the hearing oﬃcer again followed a three-step approach,
namely:

1. construe the claims to determine the scope of invention as claimed,
2. construe the description to determine the technical contribution to the art, and
3. decide whether the claims are supported by the technical contribution to the art.12

In applying this approach, the hearing oﬃcer concluded that only some of the sample
preparations using high expansion particulars produced a low density, ﬁre resistant gypsum
panel. As a result, the technical contribution to the art was limited to the particular examples
shown to produce panels having the desired properties.
Comparing this technical contribution to the scope of the claims, the hearing oﬃcer held that
the scope of the claims were to ‘gypsum panels that contain high expansion particles AND
are ﬁre resistant’.13 As there was no general principle disclosed for achieving the result of a
low density, ﬁre resistant gypsum panel, the claims travelled beyond the matter disclosed in
the speciﬁcation and therefore failed to comply with s 40(3).

CONSEQUENCES FOR POST ‘RAISING THE BAR’
PATENT APPLICATIONS

Had the patent application in this case been assessed according to the pre-Raising the Bar
disclosure and fair basis requirements, it is likely that the decision would have been diﬀerent.
Since a person skilled in the art could have made something within the scope of the claims by
making a panel according to one of the samples that did pass a recognised ﬁre resistance
test, the application would have satisﬁed the ‘old’ suﬃciency requirement. Similarly, the
claims also could have satisﬁed the fair basis requirement, since there was consistency
between the invention as described and claimed, and a ‘real and reasonably clear disclosure’
of the claimed invention.
This decision therefore demonstrates the change wrought by the Raising the Bar legislation
and provides long-awaited guidance on the revamped approach of the APO to the new
disclosure and support requirements. In particular, it conﬁrms the relevance of UK and
European case law. It is also an indicator of the APO’s view that the speciﬁcation must
include suﬃcient information for the person skilled in the art to be able to diverge from the
examples and produce something that falls within the scope of the claims, without undue
burden. The APO may consider the claim invalid if it is unreasonably diﬃcult or costly to
verify whether new embodiments fall within the scope of the claims.
The new support and disclosure requirements have yet to be considered by the Australian
courts. Although it is to be expected that the Courts will adopt a similar approach to the APO,
the extent to which Courts will rely on overseas case law remains to be seen.
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